TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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Application 08/639, 737

This is an appeal fromthe final rejection of clains
1, 2 and 4. O the other clains remaining in the application,
claim 3 has been indicated as being allowable if rewitten in
I ndependent form and clains 6 to 8 have been all owed.

The clains on appeal are drawn to an attachnent for
a baseball type cap, and are reproduced in the appendi x to
appel lant's bri ef.

The reference applied in the final rejection is:

N eves-Ri vera 5,493,734 Feb. 27, 1996

Clainms 1, 2 and 4 stand finally rejected under 35
US C 8 102(e) as anticipated by N eves-R vera. Since appel-
| ant states on page 3 of the brief that the clains stand or
fall together, we will decide the appeal on the basis of claim
1.
37 CFR 8§ 1.192(¢c) (7).

The exam ner sets forth the basis of the rejection
on pages 2 and 3 of the final rejection (Paper No. 6) as:

Ni eves- Ri vera shows an attachnment 10
conpri sed of securenent neans 12, 14, and
16, a connector portion having diverging

side edges 17a, 17b, and neck shield 20a,
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20b. Securenent neans 12, 14, and 16 could
be secured to only the adjustnent strap of
a cap. This would be especially true if
the cap was a relatively large cap with a
relatively large adjustnent strap and if
the securenent neans 12, 14, and 16 were
pushed toget her.

The securenent neans 12, 14, and 16 [of]

Ni eves-Rivera could clearly be secured to

the adjustnment strap of a relatively |arge

size adjustnment neans if the securenent

nmeans 12, 14, and 16 were pushed together.

Further, the connector portion and shield

20a and 20b could [be] folded into and worn

on the inside of a relatively |arge cap.

After fully considering the record in |light of the
argunments presented by appellant in the brief and reply brief,
and by the examner in the answer, we conclude that claim1l is
not antici pated by N eves-Ri vera.

"To anticipate a claim a prior art reference nust
di scl ose every limtation of the claimed invention, either

explicitly or inherently.” 1n re Schreiber, 128 F. 3d 1473,

1477, 44 USPQ2d 1429, 1431 (Fed. Cir. 1997). Al though an
el ement may be defined functionally, i.e., by what it does, it
is anticipated if the prior art structure inherently possesses
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the functionally defined Ilimtations. [d., 128 F.3d at 1478,
44 USPQRd at 1432.

In the present case, the preanble of claim1l recites
"[a]n attachnment for a baseball type cap having a hem spheric
openi ng and adj ustnent strap at the rear thereof and a bill in
front, conprising, . . . ." Appellant, citing several cases,
asserts that "the preanble is a limtation on the scope of the
claim (brief, page 9; reply brief, pages 1 and 2). Insofar
as appellant may be arguing that claim1 is drawn to the
conbi nation of a baseball type cap and an attachnent, we agree
with the
exam ner that it is not, since the preanble recites an attach-
ment for a cap. However, the preanble Iimts the scope of the
claimto the extent that where a limtation in the body of the
claimrefers back to structure recited in the preanble, the
preanbl e structure referred to is incorporated into that
limtation. For exanple, the recitation "securenment neans for
securing said attachnment only to the adjustnent strap of said

cap” is interpreted as "securenent means for securing said
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attachnment only to the adjustnent strap at the rear of a
basebal | type cap.”

Ni eves- Ri vera does not disclose a baseball type cap,
but rather discloses an attachnent to the |iner 32 of a hel net
36. This does not necessarily renove Nieves-Rivera as an
antici patory reference however, for it may still anticipate
claiml1 if the structure disclosed would inherently be capabl e

of performng the functions clained. In re Schreiber, supra;

In re Casey, 370 F.2d 576, 580, 152 USPQ 235, 238 (CCPA 1967).

As for the specific limtations recited in claim1,
we agree with the exam ner that N eves-Rivera discloses the

recited "securenment neans," since the securing devices 12, 14,
16 of the reference would be inherently capabl e of being

secured to the

rear adjustnent strap of a baseball type cap if they were
pushed
toget her, the clai mlanguage not excluding such an arrange-

ment. Al so, Nieves-R vera discloses a connector portion and a
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depl oyabl e neckshield portion, as clained. However, we do not
consider that the [imtation "said connector portion being
shaped such that when fol ded inside said cap, said connector
portion fills said hem spheric opening to protect a user's
forehead when worn in reverse style" is readable on the at-
tachnent (shield) 10 of N eves-R vera. The exam ner contends
that attachnment 10 "could clearly be fol ded up and pivoted to
the inside of [a baseball type] cap" (answer, page 5), but
even assumng that to be correct, claim1l also requires that
when so fol ded, the connector portion protects a user's fore-
head "when worn." The attachnment 10 of Nieves-Rivera is
relatively | arge, extending down over the shoulders of the
wearer and laterally over the cheeks (see Fig. 5). The refer-
ence does not disclose that attachnent 10 may be fol ded inside
the hel net 36, and given its size, we do not consider that
even if it were attached to a relatively |arge baseball type
cap, the cap could still be worn in a normal fashion if the
attachnment were folded inside it. In this regard, we agree

wi th appellant that (brief, page 6; original enphasis):



Appeal No. 99-0031
Application 08/639, 737

The structure of N eves-R vera' s shield
as disclosed in the drawi ngs and descri bed
in the specification is a large billow
devi ce generally incapable of being stuffed
i nside of a baseball cap and then worn as
such. Even a larger size cap would not
accommodat e the shield of N eves-Ri vera and
still be wearable on the head of a user.

Accordi ngly, since N eves-Ri vera does not disclose
all the limtations of claiml1, the rejection of that claim
under 8§ 102(e), as well as of clains 2 and 4 grouped there-
with, will not be sustained.

Concl usi on

The exam ner's decision to reject clains 1, 2 and 4

IS reversed.

REVERSED

| AN A, CALVERT )
Adm ni strative Patent Judge )
)
)
)  BOARD OF
PATENT
| RWN CHARLES CCOHEN ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFER-
ENCES
)
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MURRI EL E. CRAWORD
Adm ni strative Patent Judge )
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